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I. IntroducQQii 

In response to the Office Action dated Apdl 5, 2007* claim 13 has been amended and claims 
17-19 have been added. Claims 1-19 jremdn in the application. Re-exazninatLon and re- 
consideration of the appUcadon, as amended, is requested. 

Applicant's attorney has made amendments to die claims as indicated above. The Applicant 
is not conceding in this application that diose claims are not patentable ovex the art dted hj the 
Examiner^ as the present claim amendments and cancellations are only for claiifying the language of 
tlie claims and facilitating expeditious prosecudon of the allowable subject matter noted by the 
examiner. Applicants respectfully reserve the right to pwsue these and other claims in one or more 
condnuadons and/or divisional patent applications. 

ni. OfSce Action Objections 

In paragraph 1, die Office Action appears to object to claim 13 because it does not pass the 
"diree-prong test" used to dctcimine invocation of 35 U.S.C § 112, 6*** paragraph. The Applicant 
respectfully traverses. 

According to the Office Action, claim 13 meets the first prong of the three-prong test, but 
does not meet the remaining two prongs because ''no other specific structural limications are 
disclosed in the specification." However, MPEP § 2181 defines the three-prong test as follows: 

(A) the claim limitations must use the phrase "means for" or "stt^ for;" 

(B) the "means for'* or "step for" must be modified 
by functional language; and 

(C) the phrase "means for" or "step for** must not be modified by sufficient 
stmctutc^ material, or aces for achieving the specified function. 
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Importantly, adtfaei: piong (B) oi (C) reftts to a tcqoitement to provide more than one 
^'specific sixuctuial limimtion" in the specification* Indeed, prongs (B) and (C) refer only to 
requirements placed on the daim, not the specification. Accordingly, the Applicant respectfially 
traverses this statement. 

In paragraph 2, the Office Action objects to the Abstract because it uses acconyxns. The 
Applicants thank the Examiner for nodng this error ... a replacement abstract is enclosed. 

IV. TTie pted References and the Subject Invention 

A. The Szyroanski Reference 

U.S, Patent No. 6,148,081, isswd Novetnber 14, 2000 to Saymanski discloses a security 
model for interactive television appEcadons. Hie system and method is implemented in an 
interacdve television system and restrictiag or controlling the access rights of interactive television 
applicadons and carousels. The system broadcasts modules £com a broadcast stadon to a plurality of 
receiving stations, which execute applications containing the modules. In one embodiment, the 
applications utilize a credential consisting of a producer identification number (ED) and an 
application ID for each of the grantor and grantee applications, an expiration date, a set of 
permission data, a producer certificate and a signature. An application requesting access and a 
carousel granting access may be identified by respective producer and application IDs, The 
credential utilises public key encryption to ensure the integrity of the credential. The producer and 
application IDs may be replaced with wildcards so that rights may be granted to a group of 
producers or applications. 

B, Hie Liao Reference 

The document 'The Split and Merge Protocol for Interactive Video-on-Demand" authored 
by Wanjiun Liao and Victor O ,K. Li describes a system wherein when a user selects VCR-like user 
functions firom a batch video stream, the user is temporarily assigned to a new video stream that the 
user can u$cd to perform any desired interactions. When the user is done, they are metged back into 
the nearest ongoing video stream. 
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C The Spies Reference 

U«5. Pateat No. 6»055,314y issued Apdl 25» 2000 to Spies discloses a system and mediod for 
secure pxixchase and deliveiy of video content programs. The system and method allows secure 
purchase and delivery of video content programs over various distribudoh media, including 
distribution networks and digital video disks, includes an integrated circuit card (e.g., a smart card, 
PCMCIA card) which is configured to store decryption capabilities for related video progrdjms. The 
decryption capabilities are initially kept in a secure store at a video merchant When a puzchaacr 
orders a particular video program, the decryption capabilities for that program ate downloaded to 
the IC card, either at tie merchant premises or over a distribution network. The video content 
program h distributed in encrypted format via the distribution media to the piuchaser. The IC card 
uses the decryption capabilities to at least partly decrypt the video content program without 
e:q)Osing the decryption capabilities. 

D. The Ma Reference 

"Multicast Video-on-Demand Services" by Huadong Ma and Kang G. Shin discusses recent 
progress in multicast VOD systems. 

V. Office Action Prior Art Rejections 

In paragraphs (3)-(4), the Office Action rejected claims 1-12 under 35 U.S.C. § 103(a) as 
unpatentable over Szymanski, U.S. Patent No. 6,148,081 (Szymanski) in view of liao et aL, The Split 
and Merge Protocol fox Interactive Vidco-on-Demand (Uao) and in further view of Spies^ U.S. 
Patent No. 6,055,314 (Spies). The Applicants traverse these rejections. 

With Respect to Claim 1 : Claim 1 recites: 

A method of providing a video pro-am in response to a demand by a subscriber, jyherein the video 
pro-am is repeakdly transmitted on one of a plurality of channels^ each repeated transmission separated from 
a previous transmission by a predetermined period of time, the method comprising the steps of: 

delivering a first unencrypted portion of at least one video progjram available for mewing on demands 

storing the first unencrypted portion of the at least one mdeo pro-am as unencrypted data on a 
Digital Video "Recorder pVR); 

offering the video program for purchase by the subscriber; 

accepting a subscriber demand to purchase the complete video program; 

retrieving the stored first unencrypted portion of die at least one video program after 
accepting a subscriber demand to purchase the complete video program; 

-10- 

G&iC 109.228-US-Ol 



PAGE13/19'RCVDAT713I20077:12:09PM [Eastern DayK^^^ 



07-03-Z007 04:18PM FROM-Gatss & Cooper LLP' 



i131064l879B 



T-329 P.D14/0I9 F-913 



mitbofiv^ng caplure and decryption of a remedning portion of purvhased video program; 
swikhingfrom tbc stond first mencrypUd portion of the at kast one video prOffwrr to the rmaining 
portion of the purchased video proffnm. 

According to the 0£Elce Action^ Szymanski disdoses the step of "delivezing a first 
unenciypted portion of at least one video program available for viewing on demand** because it 
redtcs **The interactive tdcvi$ioa signal includes an interactive pordon consisting of an application 
code or control information, as well as an audio-video portion consisting of a television progtam.'* 
However, nothing in defivexing a first unencrypted pordon of at least one video program available 
for viewing on demand discloses thai the "'interactive portion" is "a video program available for 
viewing on demand". Indeed^ Szymanski disdoses nothing at all about video on demand ... it is 
directed to interactive tdevision. 

The Office Action also indicates that Szymanski discloses die step of '"storing die first 
unencrypted portion of die at least one video program as unenciypted data on a Digital Video 
Recorder (VCR)" because it discloses 'The set-top box receives the signal transmitted by die 
broadcast server provider, separates the interactive portion from the audio-video portion and 
decompresses the respective poitioAs of the signal." However^ Szymanski does not disdose storing 
anything in a DVR, as recited in claim 1, 

The Office Action also indicates that Szymanski disdoses the step of "offering the video 
program for purchase by the subscriber" because it redtes "the carousd may comprise an dectronic 
commerce application which allows interactive television users to make purchases via credit card 
transactions." However, this does not disdose offering the video program (redted in die first 
dause) for purchase by the subscdbei:, but rather allows users to make other piirchases with an 
electronic commerce application. In the system disdosed by Szymanski, ic would plainly make no 
sense to offer a video program for purchase when it has already been recdved. 
The Office Action indicates that Szymanski disdoses the $tep of "accepting a subsodbet demand to 
purchase the complete video program " by disdosing "The credential can be created by secure means 
so that it can be determined at run time whether the credential was in fact created by the producer 
of the credit card application/^ Again^ the dted portion of the Szymanski reference does not appear 
to disdose anything even remotely related to a subsciiber detnand to purchase "the complete video 
program." Szytnanski assumes that die user has already access to die video program . . . the other 
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"pomon" refened to in Szymanski i$ not the zemainder of the xaedk ptogtam, but jtadber, a portion 
that is used to $v^oxt interactive TV purchases. 

Hie Office Acdon indicates th&t Iho discloses "letdeving the stored first unencrypted 
portion of the at least one video progratn after accepting a subscriber demand to purchase the 
complete video program" by redtbg ''With VoD services> customers may select programs fcom 
massive, remote video archives, view tfaem when they wish, and interact with die progtaxns vising 
VCR-like funcdons, such as fest forward and rewind.*' However, claim 1 tedtes recdeving "the 
stored first unencrypted portion of the video program*' . . . that which was dclivctcd in the fitst 
dause. The data received in the Liao reference is not locally stored .... instead^ it is retueved firom a 
video server. 

The Office Action indicates that Liao disdoscs "switching from the stored unencrypted portion of 
the at lease one video program to the remaining portion of the purchased video program" by rcdtiog 
"When a user is in a batch initiates a user interaction, the protocol splits off the interactive wer firom 
the original batch and temporarily assigns that user to a new video stream." This is also incorrect. 
Liao teaches switching fcom a batched video stream to a new video stream upon user interaction. 
Claim 1 recites a system in which the user j^ia/ir by playing the program locally (certainly non-batch) 
and switches to what might be analyzed as a batch video stream . . . not the other way around 

The Applicants also do not agree with the dtod modvadon for modifying Szymanski us 
described in liao. First, Szymanski can "play the program content as requested by the subscriber" 
without any modification. Second, even when combuied, ndther disdoses die notion of apnori 
storage of an unencrypted program, offering that program for purchase by the subscriber and 
retrieving che tmencrypted portion of the video program in response to a subscnbez demand. 

The Office Action continues by indicating that Spies discloses "authorizing capture and 
decryption of a remaining portion of the video program" by redting *^The video content provider 22 
maintains a video program storage 30 which keeps the video content programs and program keys 
database 32 which stores cryptographic keys that correspond to associated video content programs- 
There is one key for each video content program. Even combined with S2ymanski and Liao, Spies 
does not disclose the notion of a storing an unencrypted video portion on a DVR and authorizuig 
the authorising the capture and decryption of the remaining (decrypted) portion upon user 
command 
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Claim 5 is patentable for the same reasons. 

In pajtagt^h (5), ^e 0£&ce Action rejected dairtis 13 and 16 under 35 U.S.C. §1 03(a) as 
being unpatentable over Szymanski in view of Liao and in furdier view of Ma et al., Multicast Video 
on Demand Services O^a). Applicant respectfully traverses these rejections. 

With Respect to Ckim 13: Claim 13 recites: 

(^paratHS firpmdding a prtfgrm in nsponst $o a subscriber demand comprising 
a difftal mdeo recorder bring an inkgraUd ncriver/ decoder hamng distal video recording 
ct^abiJities; 

a first unenctypted portion of at least one program stored on the digftal tddeo recorder; 

an offer to purchase at host one program; 

means for accepting the offer to purchase the at least one program; 

means for retrieving the first unencrypted portion from storage jvbib retrieving the remaining portion 
of the at least one program on the difftal video recorder; 

means for spHdng the first unmcrypted portion of the at least one program with the remaining 
portion of the program to define a complete program; 
the complete program stored on the distal video remrden 

According to the Office Action Szymanski discloses ''a first unencrypted poinon of at least 
one prograrn stored on the digital video recorded' by reciting 'The set-top box receives the signal 
transmitted by the broadcast server provider, separates the interactive pordon &om the audio-video 
portion and decompresses the respecdve portions of the signal" However, Szymanski does not 
disdose storing anything in a DVR, as recited in claim 13. 

Similarly, as discussed with respect to claim 1, Szymanski does not disclose a "an offer to 
purchase at least one program'* but instead the pmchase of other e-commerce items. 

Szymanski also fails to disdose a means for splicing a first encrypted portion of the at least 
one program widi die remaining portion of the program to define a complete program. The cited 
portion of Szymanski refers only to the reconstrucdon of television programs and interacdve 
applicadons from die received packetized signal This has nothing to do with "splicing a first 
encrypted pordon of the at least one program with the remaining pordon of the program to define a 
complete program." 

The Office Acdon acknowledges that the Szymanski reference does not disclose '"means for 
retrieving the first unencrypted portion from storage while retneving a remaining pordon of die 
program on the digital video recorder", but asserts that Liao does because it recites '^idi VoD 
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services, customers may select programs for massive, remove video archives, view them when they 
wish* and intctact with the programs using VCR-like fiinctiotis, such as fast forward and rewind'' 
However, liao docs not disclose a digital video tccotder at all, and the foregoing passage does not 
disclose ''retrieving die first unencrypted portion fi:om storage while retzieving a remaining portion 
of the program on the digital video recorder** as claimed. Instead, it merely discloses a VoD service 
obtained by retrieving programs £com remote video archives. 

VI. Dep^deni;aai.m5i 

Dependent claims 2-4, 6-12, and 14*^16 incorporate the limitadons of their related 
independent claims, and ate daerefore patentable on this basis. In addidon, these claims recite novel 
dements even more remote £tom die cited references. Accordingly, the Applicant respectfully 
requests that these claims be allowed as welL 

VII. New Claims 

New claims 17-19 are presented for the first time in this Atnendment. For the reasons 
described above, new claims 17-19 are patentable over die prior art of record, Fiirther, claims 17-19 
recite features not disclosed in any of the cited references. For example, rinim 18 recites that only 
the remaining portion of the media program is repeatedly broadcast (reducing bandwiddi 
requirements), and claim 19 recites diat die entite media program is repeatedly broadcast (allowing 
NVOD use with set top boxes without DVR capability). The Applicant respectfully requests die 
allowance of these claims as well 
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f^BCENED 
CENTRALFAXCENTER 

VIIL Conclusion J{Ji 0 3 2fl07 

In view of dkie abo ve, it is subxnitted dbiat this appUcation is now in good otdei fox allowance 
and such aUowance is tespectfulty solicited. Should the Examiner believe minor matters still remain that 
can be resolved in a telephone interview, die Exacoiner is urged to call Applicant's iindetsigned 
attorney. 

Respectfully submined, 

GATES Sc COOPER ULP 
Attorneys for Applicant(s) 

Howard Hughes Center 
6701 Center Drive West, Suite 1050 
Los Angeles, California 90045 
(310) 641^8797 



Daie: July 3, 2007 By: ^ 

Name: Victor G. Cooper 
Reg. No.: 39,641 
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